REMARKS 

Specification 

The specification has been amended per the objection in the Office Action. 
Double Patenting 

The double-patenting rejection of claims 1-9, 1 1 and 12 is respectfully traversed. 
Nevertheless, a terminal disclaimer is enclosed with this Response to Office Action, with an 
accompanying Statement Under 37 CFR 3.73(B). 

35 U,S.C, S102 

MPEP 2131 quotes Verdegaal Brothers v. Union Oil of California, 814 F.2d 628, 631 
(Fed. Cir. 1987) for the legal standard of anticipation: "A claim is anticipated only if each and 
every element as set forth in the claim is found, either expressly or inherently described, in a 
single prior art reference." (emphasis added). 

Claims 1-11 

The rejection of these claims is respectfully traversed. 

Claim 1 claims "[a] surgical measurement tool for measuring a tissue structure having 
walls and a lumen therethrough, comprising: a rigid body; and at least one recess defined in 
said body, said recess being sized to measure the wall thickness of the tissue structure in a 
deflated state wherein inner surfaces of the walls of the tissue structure are touching." 

In contrast, U.S. Pat. No. 2,896,333 to Kivela ("Kivela") does not expressly or 
inherently describe each and every element of claim 1 . Rather, Kivela discloses a "sizing 
gauge for hardware items," such as spigots, valves, copper tubing, plugs, faucet washers, 
screws, bolts, wire sizes, garden hose couplings and the like, for use by "householders" or 
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"repairmen'', (e.g.. Title; column 1, line 18; column 2, lines 14-16, 26-34, 45-48, 50-64, 71- 
72). The sizing gauge of Kivela is intended for use in selecting hardware, not in performing 
surgery, and discloses or implies nothing about having a recess sized to measure any 
properties of tissue at all. Consequently, Kivela does not and cannot expressly or inherently 
describe "at least one recess defined in said body, said recess being sized to measure the wall 
thickness of the tissue structure in a deflated state wherein inner surfaces of the walls of the 
tissue structure are touching." 

Kivela neither expressly nor inherently describes each and every element claimed in 
claim 1, and Applicants believe claim 1 is in condition for allowance. Claims 2-1 1 depend 
directly or indirectly from claim 1, and are thus believed to be in condition for allowance as 
well under MPEP 608.0 l(n)(III). 

Additionally, U.S. Patent Application No. 2002/0162238 of Bakke et. al. ("Bakke") 
does not expressly or inherently describe each and every element of claim 1. Rather, Bakke 
discloses a "plurality of gauges" foldable to a compact position, where those gauges are used 
to measure the size of pipes made of "copper, brass, steel, glass, asbestos cement, cast iron 
and plastics." (e.g., paragraphs 0023, 0026). The sizing gauges of Bakke are intended for use 
in measuring pipe sizes, not in performing surgery; Bakke discloses nothing about a sizing 
gauge having a recess sized to measure any properties of tissue at all. Consequently, Bakke 
does not and cannot expressly or inherently describe "at least one recess defined in said body, 
said recess being sized to measure the wall thickness of the tissue structure in a deflated state 
wherein inner surfaces of the walls of the tissue structure are touching." 

Claims 12-24 

The rejection of these claims is respectfiilly traversed. 

Claim 12 claims "[a] method of measuring a tissue structure having walls and a limien 
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therethrough, comprising: providing a body having at least one recess defined therein, 
wherein each said recess has a width corresponding to a different wall thickness of the tissue 
structure; bringing inner surfaces of the walls of the tissue structure together, the tissue 
structure being in a flaccid state; and moving at least a portion of the tissue structure relative 
to at least one said recess to measure the wall thickness thereof." 

The term "recess" means "[a] surface groove or depression." (McGraw Hill 
Dictionary of Scientific and Technical Terms, Fourth Edition 1574 (1989)). This 
definition is consistent with the usage of the term in the specification. (e,g, , page 5, line 3 
through page 6, line 6). hi contrast, U.S. Pat. No. 4,312,363 to Rothfiiss ("Rothfiiss") does 
not expressly or inherently describe the claimed "body having at least one recess defined 
therein." The Office Action asserts that Rothfiiss "discloses providing a body having at least 
one recess (located between members 2 and 4) therein." (Office Action, page 4). However, 
the alleged recess of Rothfiiss is merely a space between "jaws 2 and 4." (Rothfiiss, col. 3, 
lines 57-^63; Figures 1-2). The jaws 2, 4 "terminate in planar tissue engaging surfaces 2a and 
4a, respectively." (Id) In use, the "surgeon, grasping the instrument 1 in a pliers-like 
fashion, squeezes handles 3 and 5, causing jaws 2 and 4 to open" pivotally about a pin 9. 
(Rothfiiss, col. 4, lines 7-10; col 5, lines 40-43). Tissue is placed between the jaws, and the 
surgeon releases pressure on the handles 3, 5 such that the tissue engaging surfaces 2a, 4a 
pivot about the pin 9 and close to engage that tissue. (Rothfiiss, col. 5, lines 46-51). Thus, 
any space between the tissue engaging surface 2a and 4a into which tissue is placed is not a 
"recess" defined in anything, but instead a space between two movable jaws. Further, 
because the distance between the tissue engaging surfaces2a, 4a is variable, there can be no 
recess having a particular width corresponding to a particular wall thickness between those 
surfaces 2a, 4a. Indeed, Rothfiiss fails to identify the alleged "recess" with a reference 
number, and does not discuss the alleged "recess" in the specification at all. Thus, Rothfiiss 
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neither expressly nor inherently discloses the claimed "providing a body having at least one 
recess defined therein." Because Rothfuss fails to disclose a recess, it additionally does not 
and cannot disclose the claimed "moving at least a portion of the tissue structure relative to at 
least one said recess to measure the wall thickness thereof." 

Consequently, Rothfuss neither expressly nor inherently describes each and every 
element of claim 12, and claim 12 is therefore believed to be in condition for allov^ance. 
Claims 13-24 depend from claim 12, and are thus believed to be in condition for allowance as 
well under MPEP 608.01(n)(m). 



REQUEST FOR ALLOWANCE 

Allowance of the pending claims is respectfully solicited. Please contact the 
undersigned if there are any questions. 




Attomey for Applicants 
Reg. No. 45,076 
Tel. No. (650) 331-7162 (direct) 
Chief Patent Counsel 
Cardica, Inc. 
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